












The Promise of Blockchain



Today’s 
Agenda

• Facts in Hermes v Rothschild

• Discussion of the Rogers test (Artistic 
relevance)

• Application of the Artistic Relevance test to 
NFTs



Takeaways

• Lots of reference stuff on NFTs

• Advise clients on selling NFTs without 
violating third-party rights

• Advise clients on protecting their brands 



FACTS IN HERMES v 
ROTHSCHILD



Our story begins in 
1837 in Paris







1981 or so: Jane Birkin carries a wicker basket onto 
a plane



Birkin Bags





Birkin Bag reg’d trade dress

• “The mark consists of the configuration of a handbag, 
having rectangular sides a rectangular bottom, and a 
dimpled triangular profile. The top of the bag consists 
of a rectangular flap having three protruding lobes, 
between which are two keyhole-shaped openings that 
surround the base of the handles. Over the flap is a 
horizontal rectangular strap having an opening to 
receive a padlock eye. A lock in the shape of a padlock 
forms the clasp for the bag at the center of the strap. 
The broken lines in the drawing represent the location 
of the handles and are not part of the mark.”



Mason 
Rothschild





MetaBirkins 
Twitter



MetaBirkins
Rarible
Listing



MetaBirkins 
LookRare 
Listing



MetaBirkins 
IG Listing



Hermes v 
Rothschild 
Complaint



Rothschild 
Open Letter 
to Hermes



Rothschild 
Letter to 
Community



Topics for 
Discussion

• Intro to NFTs

• Intro to possibility relevant theories

• Artistic relevance

• Initial Interest Confusion

• Dastar – confusion as to attribution/source



Satoshi 
Nakamoto
white paper 
Oct 31, 2008



From Satoshi’s 
white paper:

• We propose  a  solution  to  the  double-spending  problem  
using  a  peer-to-peer  network. The  network  timestamps  
transactions  by  hashing  them  into  an  ongoing  chain  of 
hash-based  proof-of-work,  forming  a  record  that  cannot  
be  changed  without  redoing the  proof-of-work.    The  
longest  chain  not  only  serves  as  proof  of  the  sequence  
of events  witnessed,  but  proof  that  it  came  from  the  
largest  pool  of  CPU  power. 



“To understand the power of blockchain systems, and the 

things they can do, it is important to distinguish between 

three things that are commonly muddled up, namely the 

bitcoin currency, the specific blockchain that underpins it 

and the idea of blockchains in general.”

The Trust Machine, THE ECONOMIST, Oct. 31, 2015

Source: https://www.economist.com/leaders/2015/10/31/the



Invention of the NFT



Intro to 
NFTs: Prior 
Art by Anil 
Dash



What is a
NFT?

A NFT is a one-of-a–kind digital 
file 

• Heraclitus, c. 535-475 BC

A NFT is not the digital file but the 
file on the blockchain that stores 
information about the digital file



Intro to NFTs:
Definitions

• Essential the same, or similar technology used for 
cryptocurrencies like bitcoin and ether is used to 
guarantee the uniqueness of each NFT and to prove 
who owns it.

• They're like any other collector's item, like a 
painting or a vintage action figure, but instead of 
buying a physical item, you're instead paying for a 
file and proof that you own the original copy.

https://www.creativebloq.com/netmag/trading-bitcoins-6135574


What Are NTFs: Check My NTF



Permanent 
Storage 
Services for 
NFTs



Introduction 
to legal 
issues 
relating to 
NFTs



NFT Lawsuits/Disputes

• Lil Yachty

• Birkins

• Nike StockX

• Hitpiece



Intro to NFTs –
How Do They 
Work



NFT ECOSYSTEM



TYPES OF NFT 
MARKETPLACES

• Proprietary or closed – NBA TopShot

• Curated – Nifty Gateway

• Open - OpenSea



Available 
now on 
OpenSea



•NFT LAWSUITS



Lil Yachty



OK then

• Let’s evaluate the Hermes fact pattern (As alleged in the complaint)





The Asymmetry of Trademark Use Evaluation

Plaintiff

• Technical trademark use of the 
kind that would create a 
specimen accepted by the PTO

• E.g.

• Hang tags, labels, packaging

• Advertising describing services

• “upper left/shopping cart”

Defendant

• Anything that constitutes 
technical use

• Penumbra (advertising, social 
media, “ancillary”)



The 
Assymetry of 
Actionable 
Use



The closer to
plaintiff-like
use, the
more
problematic



Rogers v Grimaldi
(Ginger and Fred)



Grimaldi – Gordon 
v Drape Creative –
Ninth Circuit 2018



Expressive Works



Bad Spaniels 
– VIP v Jack 
Daniels –
Ninth Circuit



What Do You Think?

• Expressive work?

• Artistically Relevant?

• Explicitly Misleading?



Do NFTs 
Recontextualize 
Everything?



Other Possible 
Theories In 
Evaluating 

These Cases

• Initial Interest Confusion

• Dastar



IIC – Mobil Oil – Second Circuit 1987



IIC – Netscape v Playboy – Ninth Circuit 2004



POTENTIAL 
USES FOR 
NFTS



The Promise of Blockchain


